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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

 

 

BHCP ASSOCIATES LLC, 

 

                                              Opposer, 

 

v. 

 

POLO GEAR INTELLECTUAL 

PROPERTIES, INC., 

 

                                              Applicant. 

 

 

 

Opposition Number: 91206167 

App. No.: 85458112 

Filed: Oct. 27, 2011 

Published: June 6, 2012 

 

Trademark: 

 
 

ANSWER TO NOTICE OF OPPOSITION 

 

 Applicant, Polo Gear Intellectual Properties, Inc. (“Applicant”), by and through its 

undersigned counsel, hereby answers the Notice of Opposition, filed July 19, 2012 by opposer, 

BHPC Associates LLC (“Opposer”), as follows: 

1. Applicant is without knowledge sufficient to form a belief as to the truth or falsity 

of the allegations of paragraph 1 of the Opposition; therefore, same is denied. 

2. Applicant is without knowledge sufficient to form a belief as to the truth or falsity 

of the allegations of paragraph 2 of the Opposition; therefore, same is denied. 

3. Applicant is without knowledge sufficient to form a belief as to the truth or falsity 

of the allegations of paragraph 3 of the Opposition; therefore, same is denied as to Opposer’s use 

of the alleged marks.  Denied as calling for a legal conclusion as to whether the alleged marks 

are incontestable.  Admitted that Opposer is listed as the owner of the alleged marks in the 

Trademark Electronic Search System. 
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4. Denied. 

5. Denied as inaccurate as this paragraph omits that the application Ser. No. 

85458112 also designated International Class 019 in addition to International Class 025. 

6. Admitted. 

COUNT I: Priority and Likelihood of Confusion 

7. Answered and averred as set forth hereinabove. 

8. Denied. 

9. Denied. 

10. Denied. 

11. Denied. 

12. Denied. 

AFFIRMATIVE DEFENSES 

 

First Affirmative Defense 

1. Opposer has failed to state a claim upon which relief can be granted. 

Second Affirmative Defense 

2. There is no likelihood of confusion between Applicant’s POLOGEAR Mark and 

Opposer’s BEVERLY HILLS POLO CLUB Marks. 

(a) There are numerous registrations in International Class 025 that use the silhouette 

of a mounted polo player in their designs. There are also several registrations consisting of the 

term “POLO” in International Class 025.  The registrations are attached as composite Exhibit 

“A”.  A table containing Opposer’s design marks and other similar registered design marks in 

International Class 025 are summarized in Table 1.  Also, a table containing registered word 

marks in International Class 025 having the term “POLO” are summarized in Table 2.  These 

numerous registrations reveal the weakness of the polo player design and the term “POLO” in 
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Opposer’s BEVERLY HILLS POLO CLUB Marks.  Opposer’s trademark rights, if any, to the 

BEVERLY HILLS POLO CLUB Marks, extend no further than to the entirety of the specific 

marks it has registered, which are neither the same nor confusingly similar to the Applicant’s 

Mark in terms of connection, appearance, pronunciation or overall commercial impression.  This 

supports the conclusion that there is no likelihood of confusion between the marks.  As such, 

Opposer is misrepresenting its case for opposition in order to use the Trademark Trial and 

Appeal Board process to overreach the scope of protection granted under the Lanham Act. 

Table 1 

MARK Owner REG. NO. REG. DATE CLASS 025 

GOODS/SERVICES 

 

BHPC 
ASSOCIATES 

LLC 

1429311 February 17, 1987 Clothing for men, 
women and children-
namely shirts, 
sweatshirts, sweat 
suits, sweaters, t-shirts, 
pants, underwear, 
caps, jackets, [leotards, 
dresses, ponchos]. 

 

 

BHPC 
ASSOCIATES 

LLC 

1751058 February 9, 1993 Clothing for men, 
women and children; 
namely, shirts, 
sweatshirts, sweaters, 
tee shirts, pants, caps, 
hats, jackets, dresses, 
socks, hosiery, 
raincoats and 
outerwear; namely, 
coats and jackets, and 
belts. 

 

 

BHPC 
ASSOCIATES 

LLC 

2214846 December 29, 1998 Footwear, namely 
shoes, boots, slippers, 
athletic shoes, and golf 
shoes. 
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MARK Owner REG. NO. REG. DATE CLASS 025 

GOODS/SERVICES 

 

PRL USA 
Holdings, Inc. 

4124021 April 10, 2012 Beachwear; Caps; 
Coats; Dresses; Hats; 
Jackets; Pants; 
Raincoats; Shirts; T-
shirts; Underwear 

 

Alexander G. 
Webbe 

3996180 July 19, 2011 Clothing, namely, polo 
shirts and t-shirts. 

 
 

 

Polo Club 3312709 October 16, 2007 Ready-made clothing 
for men, women and 
children, namely, 
knitwear, namely, t-
shirts, pullovers, polo 
shirts, sweaters and 
vests, hosiery, lingerie, 
underwear, pyjamas, 
dressing gowns, 
peignoirs, sweaters, 
skirts, dresses, briefs, 
trousers, jackets, coats, 
furs, Halloween 
costumes, shirts, 
layettes, ties, shawls, 
foulards, stoles, 
scarves, belts, gloves, 
wooly hats, headwear, 
caps, socks, stockings, 
tights, footwear not 
including orthopedic 
footwear, boot liners, 
slippers, boots, 
swimming costumes, 
shorts and waterproof 
jackets and pants. 

 

United States 
Polo Association 

2629444 October 1, 2002 Clothing, namely shirts. 
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MARK Owner REG. NO. REG. DATE CLASS 025 

GOODS/SERVICES 

 

Michael G. 
Moertl 

4194907 August 21, 2012 Clothing for use in 
connection with or 
promotion of the 
equestrian sport of 
polo, namely, caps, 
jerseys, t-shirts, sweat 
shirts, jackets, and polo 
pants. 

 

Fabian Claudio 
Olemberg 

4042469 October 18, 2011 Coats; Footwear for 
men; Hats; Jackets; 
Men's suits; Pants; 
Rain coats; Shirts; 
Shorts; Socks; Sport 
shirts; Sweat shirts; 
Sweaters; T-shirts; 
Ties; Trousers; Vests. 

 

United States 
Polo Association 

4053447 November 8, 2011 Clothing, namely, polo 
shirts and T-shirts. 

 

United States 
Polo Association 

4049675 November 1, 2011 Shirts. 

 

PRL USA 
Holdings, Inc. 

3306101 October 9, 2007 Clothing, namely, knit 
shirts, polo shirts, 
sweaters, shirts, t-
shirts, hats, swimwear, 
pants, jackets, belts, 
ties, footwear, socks; 
outerwear, namely, 
coats, sport coats, 
raincoats. 

 

 

Sean Tyler Keys 3556027 January 6, 2009 Ready-made clothing 
for men, women, and 
children, namely, t-
shirts, pullovers, polo 
shirts, sweaters and 
vests, jackets, shirts, 
and headwear. 
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MARK Owner REG. NO. REG. DATE CLASS 025 

GOODS/SERVICES 

 

North America 
Polo League, 

LLC 

3481504 August 5, 2008 Belts; Golf shirts; 
Pajamas; Shirts; T-
shirts; Jackets; Pants; 
Footwear; Shorts; 
Socks; Sweat pants; 
Sweat shirts; Sweat 
shorts; Sweaters; Ties; 
Scarves; Vests; 
Suspenders; Gloves; 
Headgear, namely, 
caps; hats; headbands. 

 

Royal County of 
Berkshire Polo 

Club 

2525322 January 1, 2002 Clothing, footwear and 
headgear, namely, T-
shirt, sleep wear, shirts, 
hats, shorts, sweat 
bands, sweat pants, 
sweat shirts, sweat 
shorts, sweat suits, 
socks and sweaters, 
belts. 

 

Santa Barbara 
Polo & Racquet 

Club 

1743296 December 29, 1992 Clothing; namely, 
shirts, sweatshirts, 
hats, neckties, and 
shoes. 

 

United States 
Polo 

Association, Inc. 

3370932 January 15, 2008 Clothing for ladies and 
children, namely, polo 
shirts, t-shirts, 
outerwear, namely, 
coats, and jackets, 
socks, sweaters, 
blouses and shirts; 
footwear. 
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Table 2 

MARK Owner REG. NO. REG. DATE CLASS 025 

GOODS/SERVICES 

POLO Polo Fashions 
Inc. 

1363459 October 1, 
1985 

Clothing-Namely, Suits, 
Slacks, Trousers, Shorts, 
Wind Resistant Jackets, 
Jackets, Blazers, Dress 
Shirts, Sweatshirts, 
Sweaters, Hats, Belts, 
Socks, Blouses, Skirts, 
Coats, and Dresses. 

POLO Polo Fashions, 
Inc. 

1468420 December 8, 
1987 

Men's, women's, children's 
and athletic shoes. 

POLO SPORT Polo Ralph 
Lauren, L.P. 

1951601 January 23, 
1996 

Wearing apparel, namely 
pants, shorts, jackets, T-
shirts, sport shirts, knit 
shirts, sweatshirts, hats, 
socks and footwear. 

JON POLO Idlewild Stables, 
Inc. 

3292597 September 18, 
2007 

Clothing for wear in 
equestrian activities, 
namely, pants, shorts, 
shirts, underwear, socks, 
belts, suspenders, gloves, 
hats, and caps; and 
clothing for wear in sports 
activities, namely, pants, 
shorts, shirts, underwear, 
socks, belts, suspenders, 
gloves, hats and caps. 

HIDDEN CREEK POLO Sean Tyler Keys 3526576 November 4, 
2008 

Ready-made clothing for 
men, women, and children, 
namely, t-shirts, pullovers, 
polo shirts, sweaters and 
vests, jackets, shirts, and 
headwear. 

 

(b) The presence of the letters “GEAR” in the term POLOGEAR in Applicant’s 

POLOGEAR Mark and the words BEVERLY HILLS and POLO CLUB in the Opposer’s 

BEVERLY HILLS POLO CLUB Marks, as well as the absence of the letters “GEAR” or the 

term POLOGEAR, suffice to enable purchasers to distinguish between the sources of the goods 

and services rendered under the marks.  This supports the conclusion that there is no likelihood 

of confusion between the marks. 
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(c) The Applicant’s Mark creates a distinct commercial impression from Opposer’s 

Marks.  Opposer’s BEVERLY HILLS POLO CLUB Marks are clearly distinct from Applicant’s 

POLOGEAR Mark.  Opposer’s Marks consists of two (2) words BEVERLY HILLS over the 

silhouette of a horse and rider.  The rider is holding a polo mallet up in the air.  The horse and 

rider are facing sideways and over the two (2) words POLO CLUB.  Applicant’s POLOGEAR 

Mark consists of a single compound term POLOGEAR set in a circle with three (3) stars on 

either side of the term POLOGEAR.  In the center of the circle is a horse with a rider facing 

forward.  The rider is holding the mallet towards the ground.  This further supports the 

conclusion that there is no likelihood of confusion between the marks. 

(d) Applicant’s products and the products offered by the Opposer move in different 

channels of trade to different classes of consumers.  Applicant’s goods are specifically related to 

equestrian activities and marketed to polo players and enthusiasts.  In addition to equestrian clothing, 

Applicant sells saddles, bridles, reins, leads, bits, stirrup leathers and various types of horse tack in 

International Class 018.  Opposer’s goods consist of casual clothing, eyewear and shoes that are sold 

through specified licensees.  Further, Applicant has had a long-standing reputation and involvement 

in the actual sport of polo and amongst polo players and within the polo community.  Applicant is 

well-recognized in the sport.  Opposer, on the other hand, has no affiliation or connection with the 

sport of polo.  Indeed, Opposer does not (and cannot) oppose Applicant’s registration of this same 

Mark in International Class 018.  Applicant simply wishes to use its same Mark on all of its products, 

the majority of which Opposer cannot oppose.  This further supports the conclusion that there is no 

likelihood of confusion between the marks. 

Third Affirmative Defense 

3. Upon information and belief, the parties have thus far coexisted in their use of their 

respective Marks, on their respective goods, as outlined in their trademark applications and/or 
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registrations, since at least as early as December 31, 1995, without a single instance of consumer 

or other confusion.  As such, confusion is not likely to arise in the future. 

Fourth Affirmative Defense 

4. Applicant’s mark and Opposer’s marks have and create distinct commercial impressions. 

Fifth Affirmative Defense 

5. Opposer has failed to adequately maintain, police, or enforce any trademark or property 

rights it may have in its alleged marks.  As such, Opposer cannot oppose Applicant’s application 

based on Opposer’s alleged marks. 

Sixth Affirmative Defense 

6. Opposer’s alleged marks are not famous. 

Reservation of Rights 

7. Applicant reserves the right to add additional affirmative defenses as they become known 

through discovery. 

WHEREFORE, Applicant respectfully requests the Board reject and dismiss the 

Opposition, permit the registration of Applicant’s proposed mark in Application Serial Number 

85458112, and grant such other and further relief as the Board deems just and appropriate. 

RESPECTFULLY SUBMITTED this 27
th

 day of September, 2012. 

       Respectfully submitted, 

       /Daniel J. Barsky/__________________ 

       Daniel J. Barsky 

Joseph R. Englander 

       Linda H. Socolow 

       SHUTTS & BOWEN LLP 

       200 E. Broward Boulevard, Suite 2100 

       Fort Lauderdale, FL 33301 

       Phone:  (954) 524-5505 

       Fax:  (954) 527-7932 

       ptomail@shutts.com 

       ATTORNEYS FOR APPLICANT 



 
 

 

Exhibit A 
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CERTIFICATE OF SERVICE 

  

 I HEREBY CERTIFY that a true copy of the Applicant’s Answer to Notice of 

Opposition has been furnished by U.S. Mail and E-mail delivery to Robert L. Epstein, Epstein 

Drangel LLP, 60 East 42
nd

 Street, Suite 2410, New York, NY 10165 (mail@ipcounselors.com) 

 on this 27
th

 day of September, 2012. 

       Respectfully submitted, 

       /Daniel J. Barsky/__________________ 

       Daniel J. Barsky 

Joseph R. Englander 

       Linda H. Socolow 

       SHUTTS & BOWEN LLP 

       200 E. Broward Boulevard, Suite 2100 

       Fort Lauderdale, FL 33301 

       Phone:  (954) 524-5505 

       Fax:  (954) 527-7932 

       ptomail@shutts.com 

       ATTORNEYS FOR APPLICANT 

 


